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DETAILED ACTION 
Claim Objections 

1 . Claims 1,2, 10-12 and 20 are objected to because of the following informalities: 
in claims 10 and 20 there is no period at the end of the claims. Appropriate correction is 
required. 

The following phrases are also being objected to because of the following 
reasons: 

(1 ) in claim 1 , line 2, the phrase "including an oil-soluble dye; a hydrophilic organic 
solvent; and a fluorine type surfactant other than a perfluoroalkylsulfonic acid or 
derivatives thereof; 

(2) in claim 2, the first line after the formula (M-l), the phrase "including a five- 
membered hetero ring"; 

(3) in claim 11, line 3, the phrase "including an oil-soluble dye; a hydrophilic organic 
solvent; and a fluorine type surfactant other than a perfluoroalkylsulfonic acid or 
derivatives thereof and 

(4) in claim 12, the first line after the formula (M-l), the phrase "including a five- 
membered hetero ring". 

Applicants should note that the terms "preferably", "more preferably", "such as" 
and "including" and the phrases that follow them do not further limit the claims. For 
example, in claim 1, it is the examiner's position that the ink composition comprises a 
color microparticle dispersion and the remaining terms after the term "including" does 
not extend the scope of that claim. The examiner suggests replacing the term 
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"including" with the term "comprising" in claims 1 and 11 and deleting the phrase "a 
substituent including" in claims 2 and 12 to overcome this objection. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1, 4, 5, 11, 14 and 15 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In claims 1, 4, 5, 11, 14 and 15, applicants uses the term "type" appended to an 
otherwise definite phrase (i.e. fluorine type surfactant). It is the examiner's opinion that 
the word type does not further define the term. The examiner suggests deleting the 
term "type". 

In claim 1 1 , the term "using" is indefinite. A "process" defined in the sole terms 
of "using" does not define patentable subject matter under 35 USC 101 . See In re 
Fong, 129 U.S.P.Q. 264 (CCPA 1961 ). The examiner suggests incorporating the ink jet 
method as disclosed on pages 104-105 of the specification to overcome this rejection. 

Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 11 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
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1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claims 1 -20 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 , 2, 4, 9, 12, 13, 
15, 16 and 18 of copending Application No. 10/622,746 (US 2004/0138335). Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because the claims of the present application overlap said patent claims and would be 
obvious thereby. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

6. Claims 1 -6 and 11-16 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4, 6 and 7 of 
U.S. Patent No. 6,835,240. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the claims of the present application 
overlap said patent claims and would be obvious thereby. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



8. Claims 1-3, 5, 6, 11-13, 15 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nishita et al. 

Nishita et al. teach an ink jet ink composition comprising dissolving or dispersing, 
in an aqueous medium, an azo dye of the formula 



wherein A represents a 5-membered heterocyclic ring; B 1 represents =CR 1 - and B 2 
represents -CR 2 = or one represents a N atom and the other represents =CR 1 - or - 
CR 2 =; R 5 and R 6 represent H, aliphatic groups, aromatic groups, heterocyclic groups, 
acyl groups, alkoxycarbonyl groups, aryloxycarbonyl groups, carbamoyl groups, 
alkylsulfonyl groups, arylsulfonyl groups or sulfamoyl groups; G, R 1 and R 2 each 
independently represent H, halogen atoms, aliphatic groups, aromatic groups, 
heterocyclic groups, cyano groups, carboxyl groups, carbamoyl groups, alkoxycarbonyl 
groups, aryloxycarbonyl groups, acyl groups, hydroxy groups, alkoxy groups, aryloxy 
groups, amino groups substitutes by alkyl, aryl or heterocyclic groups, alkylsulfonyl 
groups, arylsulfonyl groups etc. and 0.001-15% by mass of a surfactant such as a 
surfactant of the formula 
R t O — {CH 2 CK 2 0)^i — H 
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wherein Ri represents a C5-40 alkyl group which may be substituted with halogen atoms 
or the formula 

R 2 COO — (CH 2 CH 2 0)^i — H 

wherein R 2 represents a C5-40 alkyl group which may be substituted with halogen atoms. 
The aqueous medium is obtained by adding an additive such as a humectant, stabilizer 
and/or antiseptic to water or a mixture of water and a water-soluble organic solvent. 
When the azo dye is an oil-soluble dye, the ink can be prepared by dissolving the oil- 
soluble dye in a high-boiling-point organic solvent to form a solution and then dispersing 
and emulsifying the resulting solution in the aqueous medium. Nishita et al. further 
teach an ink jet recording method comprising ejecting the above ink composition onto a 
recording medium. See col. 2, lines 1-67, col. 3, line 15- col. 4, line 20, col. 8, lines 39- 
67, Tables 1-13, col. 35, lines 35-67, col. 36, lines 35-39, col. 38, lines 1-10, col. 39, 
lines 43-55, col. 40, lines 17-20 and claims 1-4, 6 and 7. Nishita et al. fail to specifically 
exemplify the use of a fluorine surfactant as claimed by applicants. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
use the specific fluorine surfactant as claimed by applicants as Nishita et al. also 
discloses the use of these surfactants but fails to show an example incorporating them. 
9. Claims 1 -9 and 11-19 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Ishizuka et al. (US 2001/0023267) in view of Yatake et al. (US 2003/0106462). 

Ishizuka et al. teach an ink jet ink composition comprising a coloring composition 
containing coloring particles dispersed in an aqueous medium such as a mixture of 
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water and a water-soluble organic solvent. The coloring particles comprise an oil 
soluble dye of the formula 



wherein R 1 represents H, an aliphatic group, an aromatic group, a heterocyclic group, a 
cyano group etc.; A represents -NR 4 R 5 or a hydroxy! group; R 4 and R 5 each 
independently represent H, an aliphatic group, an aromatic group or a heterocyclic 
group; B 1 represents =C(R 6 )- or =N-; B 2 represents -C(R 7 )= or -N=; R 2 , R 3 , R 6 and R 7 
each independently represent H, a halogen atom, H, an aliphatic group, an aromatic 
group, a heterocyclic group, etc and C forms a 5- or 6-membered nitrogen-containing 
heterocycle which may be substituted and an oil soluble polymer. The coloring 
composition may also contain 1-1000 parts by weight of a high boiling point water- 
insoluble organic solvent. The coloring composition may further contain additives such 
as neutralizing agents, dispersion aids or dispersion stabilizers. The ink composition 
may further contain additives such as surfactants. Ishizuka et al. further teach an ink jet 
recording method comprising ejecting the above ink composition onto a recording 
medium. See paras. 0012-0022, paras. 0028-0054, para. 0088, para. 0092, dyes (IV-1) 
to (IV-5), paras. 0110-0114, para. 0247, paras. 0264-0272, para. 0328, paras. 0344- 
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0347 and claims 1-4, 11, 13, 18, 19 and 20. Ishizuka et al. fails to specifically teach that 
the surfactant is a fluorinated surfactant as claimed by applicants. 

Yatake et al. teach a similar ink jet ink composition comprising fluorine-containing 
surfactants such as fluoroalkyl esters and salts of perfluoroalkylcarboxylic acids. See 
para. 0258. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the fluorine-containing surfactants of Yatake et al. to the ink jet ink 
composition of Ishizuka et al. as the surfactant component since Ishizuka et al. 
discloses that any surfactant may be added to the ink jet ink composition. 
10. Claims 1-9 and 11-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yabuki et al. in view of Yatake et al. (US 2003/0106462). 

Yabuki et al. teach an inkjet ink composition comprising a coloring composition 
containing oil soluble dye aggregates wherein the dye is of the formula 



wherein A represents -NR 4 R 5 or a hydroxyl group; R 4 and R 5 each independently 
represent H, an aliphatic group, an aromatic group or a heterocyclic group; B 1 
represents =C(R 6 )- or =N-; B 2 represents -C(R 7 )= or -N=; R 2 , R 3 , R 6 and R 7 each 
independently represent H, a halogen atom, H, an aliphatic group, an aromatic group, a 
heterocyclic group, etc or of the formula 
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R 




R 



wherein R is a substituted -S0 2 NH group as disclosed that are dispersed in an 
aqueous medium. The aqueous medium comprises a mixture of water and a water- 
soluble organic solvent along with additives such as a surfactant, a wetting agent, a 
stabilizer and/or an antiseptic. The oil-soluble aggregates are formed by dissolving the 
above oil-soluble dye in a low boiling point organic solvent then a high boiling point 
organic solvent which can form aggregates is added to the solution. The coloring 
composition is formed by dispersing the coloring particulates, which contain the above 
oil-soluble dye aggregates and an oil-soluble polymer. The coloring composition may 
further contain additives such as neutralizing agents, dispersion aids or dispersion 
stabilizers. The ink composition may further contain additives such as surfactants. 
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Yabuki et al. further teach an ink jet recording method comprising ejecting the above ink 
composition onto a recording medium. See col. 3, lines 45-65, col. 4, lines 1-25, col. 5, 
line 34 - col. 6, line 8, dyes D-1 to D-57, col. 23, lines 60-64, col. 24, lines 64-67, col. 
31, lines 63-66, col. 33, lines 30-63, col. 34, lines 1-5 and 40-57, col. 48, lines 17-39, 
col. 49, line 64- col. 50, line 7, col. 51, lines 24-32 and 47-51, Production Samples 1-13 
and claims 1, 2, 4-12, 16and 18-21. Yabuki et al. fails to specifically teach that the 
surfactant is a fluorinated surfactant as claimed by applicants. 

Yatake et al. teach a similar ink jet ink composition comprising fluorine-containing 
surfactants such as fluoroalkyl esters and salts of perfluoroalkylcarboxylic acids. See 
para. 0258. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the fluorine-containing surfactants of Yatake et al. to the ink jet ink 
composition of Yabuki et al. as the surfactant component since Ishizuka et al. discloses 
that any surfactant may be added to the ink jet ink composition. 

Conclusion 

The remaining references listed on forms 892 and 1449 have been reviewed by 
the examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helene Klemanski whose telephone number is (571) 
272-1370. The examiner can normally be reached on Monday-Friday 5:30-2:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571 ) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free)// f\ / A _ ^ 
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